REMARKS 

Claims 1-32 have been canceled. Claims 33-72 are pending. 

INTERVIEW WITH EXAMINER 
On April 5, 2005, the attorney for Applicants, Mr. John Wagner, 
conducted an interview with Examiner Robert Harrell. During the interview, 
Mr. John Wagner and Examiner Harrell discussed the specification, the 
rejections, the cited references, and portions of claim language that are 
common to all of the applications, including the present application, which are 
continuations of U.S. patent 5,956,487. Examiner Harrell is thanked for the 
interview. 

Terminal Disclaimers 
Paragraph 2 of the Office Action states, 'Tn view of the Terminal 
Disclaimers, all United States Applications should be mentioned in the related 
section of the specification including their status (i.e., those mentioned in the 
Double Patenting rejection outlined in examiner's prior action and herein)/' 
The Response filed on September 9, 2004 includes an amendment to the 
specification on page 3 for related applications and their status. Applicants 
believe that this rejection has been addressed. 

Tudicially Created Doctrine of Obviousness-type Double Patenting 
In paragraph 10 of the Office Action, Claims 33-72 are provisionally 
rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable. A terminal disclaimer for the U.S. 
Applications listed in paragraph 4 of the Office Action was submitted with the 
response that was filed on September 9, 2004. Since the terminal disclaimer 
may have been lost in the Patent and Trademark Office, Applicants are re- 
submitting the terminal disclaimer. Applicants believe that this rejection has 
been addressed. 

35 U.S.C. S 112 Objection 

Specification 

In paragraph 5 of the Office Action, the specification was objected to 
under 35 U.S.C. § 112, first paragraph, as failing to adequately teach how to 
make and /or use the invention. Applicants have reviewed the specification 
and respectfully traverse the 35 U.S.C. § 112 objection to the specification. 
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As discussed with Examiner Harrell during the telephone conference of 
April 5, 2005, Applicants respectfully subrait that the specification as filed 
complies with the requirements of 35 U.S.C. § 112, first paragraph. Specifically, 
Applicants respectfully contend that the present specification fully and 
adequately teaches one of ordinary skill in the art how to make and practice 
the present claimed invention without undue experimentation. The Office 
Action mailed May 27, 2004, contends that there was no showing of source 
code or hardware allowing one to control a device remotely. Applicants 
respectfully contend that showing source code or hardware allowing one to 
control a device remotely is not required to comply with 35 U.S.C. § 112, first 
paragraph. Applicants respectfully point out that the specification must "enable 
any person skilled in the art" to make and use invention. Applicants 
respectfully contend that "one of ordinary skill in the art" would certainly be 
able to practice the present claimed invention without undue experimentation 
based on the present specification and without an explicit recitation of source 
code or hardware allowing for controlling a device remotely. That is. 
Applicants respectfully submit that the ability to control a device remotely is 
well within the ability of one of ordinary skill in the art. 

Moreover, as an example of the knowledge and ability of one of 
ordinary skill in the art (no later than the time of filing of the present 
application). Applicants are providing herewith two issued US patents, 
4,689,022 and 5,390,385. Apphcants respectfully contend that either of these 
two patents clearly show that the remote controlling of device was within the 
scope of the knowledge and ability of one ordinary skill in the art at least as 
early as the filing date of the present application. Hence, Applicants 
respectfully submit that the present application as filed complies with the 
requirements of 35 U.S.C. § 112, first paragraph, and that a request for source 
code or hardware for remotely controlling a device is not warranted. As such. 
Applicants respectfully request withdrawal of the 35 U.S.C. § 112, first 
paragraph objection to the specification. 

Additionally, the Office Action dated May 27, 2004 contained a statement 
reciting, "There is a lack of disclosure and / or written description allowing the 
devices to interface with the network so they can be monitored and controlled 
by a remote user via an network.'' In response to that statement in the Office 
Action, Applicants replied in a response dated September 9, 2004 by pointing 
out, "Applicant respectfully submits that claims 33-72 are not directed to 
allowing devices to interface with a network so they can be monitored and 
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controlled via the network as implied by the Examiner." For further 
clarification. Applicants included the statement in the response dated 
September 9, 2004 to merely point out that the statement in the Office Action 
dated May 27, 2004 did not appear to quote the claims of the present 
application verbatim. Applicants did not wish to imply any lack of functionality 
or structure for the present claimed invention. 

Similarly the Office Action dated May 27, 2004 contained a statement 
which recited, "Where is the source code and hardware allowing one to control 
the fax machine and / or washing machine by a user on a browser via the 
network?." In response to that statement in the Office Action, Applicants 
replied in a response dated September 9, 2004 by pointing out, "Applicant 
respectfully submits that claims 33-72 do not recite source code or hardware for 
allowing control of a device via a network." For further clarification. Applicants 
included the statement in the response dated September 9, 2004 to merely 
point out that the statement in the Office Action dated May 27, 2004 did not 
appear to quote the claims of the present application verbatim. Applicants did 
not wish to imply any lack of functionality or structure for the present claimed 
invention. 

35 U.S.C. § 112 Rejection 

Claims 33-72 

In paragraph 7 of the Office Action mailed January 18, 2005, Claims 33- 
72 are rejected imder 35 U.S.C. § 112, first paragraph, for the reasons set forth 
in the objection to the specification. Applicants have reviewed the claims and 
respectfully traverse the 35 U.S.C. § 112, first paragraph rejection of the claims. 

As discussed with Examiner Harrell during the telephone conference of 
April 5, 2005, Applicants respectfully submit that the specification as filed 
complies with the requirements of 35 U.S.C. § 112, first paragraph. Specifically, 
Applicants respectfully contend that the present specification fully and 
adequately teaches one of ordinary skill in the art how to make and practice 
the present claimed invention without undue experimentation. The Office 
Action mailed May 27, 2004, contends that there was no showing of source 
code or hardware allowing one to control a device remotely. Applicants 
respectfully contend that showing source code or hardware allowing one to 
control a device remotely is not required to comply with 35 U.S.C. § 112, first 
paragraph. Applicants respectfully point out that the specification must "enable 
any person skilled in the art" to make and use invention. Applicants 
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respectfully contend that "one of ordinary skill in the art" would certainly be 
able to practice the present claimed invention without undue experimentation 
based on the present specification and without an explicit recitation of source 
code or hardware allowing for controlling a device remotely. That is. 
Applicants respectfully submit that the ability to control a device remotely is 
well within the ability of one of ordinary skill in the art. 

Moreover, as an example of the knowledge and ability of one of 
ordinary skill in the art (no later than the time of filing of the present 
application). Applicants are providing herewith two issued US patents, 
4,689,022 and 5,390,385. Applicants respectfully contend that either of these 
two patents clearly show that the remote controlling of device was within the 
scope of the knowledge and ability of one ordinary skill in the art at least as 
early as the filing date of the present application. Hence, Applicants 
respectfully submit that the present application as filed complies with the 
requirements of 35 U.S.C. § 112, first paragraph, and that a request for source 
code or hardware for remotely controlling a device is not warranted. As such. 
Applicants respectfully request withdrawal of the 35 U.S.C. § 112, first 
paragraph rejection of Claims 33-72. 

35 U.S.C. § 102(e) Rejection 

Claims 33-72 

In paragraph 12 of the Office Action, Claims 33-72 were rejected under 
35 U.S.C. § 102(e) as being anticipated by Martenson, (US Patent No. 6,219,708 
Bl). 

Accompanying this Response are Declarations under 37 C.F.R. 1.131 
made by each of the co-inventors, Jeffrey A. Morgan and Chandrasekar 
Venkatraman, to swear behind the Martenson patent. It is respectfully 
submitted that the Declarations by the Inventors shows that the invention 
disclosed and claimed in the above-identified patent application was both 
conceived and reduced to practice in the United States of America prior to the 
effective date of the Martenson patent. It is submitted that the Declarations 
show that the present invention disclosed and claimed in the above-identified 
patent application was made in the United States of America at least no later 
than April 1996. It is therefore respectfully submitted that the Martenson 
patent be removed from further consideration as prior art reference under 
either 35 U.S.C. 102 or 103. 



Docket No.: 10960787-7 
Examiner: Harrell, Robert B. 



12 



Serial No.: 09/862,804 
Group Art Unit: 2142 



Thus, Applicants respectfully submit that, in light of the above-described 
Declarations, the 35 U.S.C. § 102(e) rejection of Claims 33-72 over Martenson 
(US Patent No. 6,219,708 Bl) is moot at this time. As such. Applicants 
respectfully request allowance of Claims 33-72. 

103(a) Rejections 

Claims 33-72 

In paragraph 17 of the Office Action mailed January 18, 2005, Claims 33- 
72 were rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Martenson in view of Joao (US Patent No. 5,917,405). 

As mentioned above, accompanying this Response is a Declaration 
under 37 C.F.R. 1.131 made by each of the co-inventors, Jeffrey A. Morgan and 
Chandrasekar Venkatraman, to swear behind the Martenson patent. It is 
respectfully submitted that the Declarations by the Inventors show that the 
invention disclosed and claimed in the above-identified patent application was 
both conceived and reduced to practice in the United States of America prior to 
the effective date of the Martenson patent. It is submitted that the Declarations 
show that the present invention disclosed and claimed in the above-identified 
patent application was made in the United States of America at least no later 
than April 1996. It is therefore respectfully submitted that the Martenson 
patent be removed from further consideration as prior art reference under 
either 35 U.S.C. 102 or 103. 

Thus, Applicants respectfully submit that, in light of the above-described 
Declarations, the 35 U.S.C. § 103(a) rejection of Claims 33-72 over Martenson in 
view of Joao is moot at this time. As such. Applicants respectfully request 
allowance of Claims 33-72. 

Furthermore, it is submitted that the Joao reference also does not 
qualify as a prior art reference under either 35 U.S.C. § 102 or 35 U.S.C. § 103 in 
view of the Declarations by the co-inventors, Jeffrey A. Morgan and 
Chandrasekar Venkatraman. More specifically, Joao is a U.S. patent issued 
from a patent application filed on June, 29, 1999. Thus, the earliest effective 
date of Joao is June 29, 1999. As shown in the Declarations by the. co-inventors, 
the present invention was made in the United States of America no later than 
April 1996. Therefore, it is respectfully submitted that Joao reference has been 



Docket No.: 10960787-7 
Examiner: Harrell, Robert B. 



13 



Serial No.: 09/862,804 
Group Art Unit: 2142 



disposed of. Hence, Applicants again respectfully request allowance of Claims 
33-72. 

Additional Remarks 
Applicant has provided herewith an Information Disclosure Statement 
including a US patent reference, 6,618,754 Bl, which Applicants have just been 
made aware of. Applicants request consideration of the 6,618,754 Bl reference 
in accordance with 37 CFR § 1.97 (b)(4). Although submitted for consideration. 
Applicants respectfully point out that the present claimed invention is not 
shown or rendered obvious by the 6,618,754 Bl reference. Specifically, the 
independent Claims of the present application explicitly recite, for example, at 
Claim 33: 

A user interface method for a device that is a fax machine comprising: 

generating a fax machine web page within the fax machine, 
wherein the fax machine web page provides a set of user interface 
functions for the fax machine, wherein some of the user interface 
functions enable control functions of the fax machine; and 

providing access to the fax machine web page from a web 
browser external to the fax machine to permit a user of the web 
browser to access the user interface functions for the fax machine 
through the device web page. 

That is, in the present claimed invention, a generating a web page within 
a device (see e.g. page 9, lines 9-12 of the present specification). Also, in the 
present claimed invention, the web page for the device is not only a generating 
a web page within a device , but is also stored at the device (see e.g. page 11, 
lines 10-13 of the present specification). In so doing, in the present invention, a 
remotely located web browser can then access user interface functions for the 
device by accessing the web page generated at the device and stored at the 
device. Applicants respectfully submit that such claimed teachings are not 
shown or suggested by the 6,818,754 Bl reference. 

Unlike the present claimed invention, the 6,818,754 Bl reference 
discloses using a remote control to "recursively retrieve" embedded compound 
documents from a device. Once all of the embedded compound documents 
have been recursively retrieved, the remote control device generates an output 
document to be outputted to a multimodal output device (see e.g. column 11 
lines 10-15). Hence, Applicants respectfully point out that the 6,818,754 Bl 
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reference teaches performing recursive retrieving and then assembling 
embedded compound documents at a remote controller. 

Applicants further respectfully point out that the 6,818,754 Bl reference 
does not show or suggest: 

A user interface method for a device that is a fax machine 
comprising: 

generating a fax machine web page within the fax machine, 
wherein the fax machine web page provides a set of user interface 
functions for the fax machine, wherein some of the user interface 
functions enable control functions of the fax machine; and 

providing access to the fax machine web page from a web 
browser external to the fax machine to permit a user of the web 
browser to access the user interface functions for the fax machine 
through the device web page. 

as is recited in the present Claims. Thus, Applicants respectfully submit that the 
present claimed invention, is neither shown nor suggested by the 6,818,754 Bl 
reference. 

As a further point of differentiation, the 6,818,754 Bl reference further 
discloses an approach in which a web browser performs various compound 
document file retrieval, processing, and output operations (see e.g. column 11 
lines 49-54). That is, in such an approach, the web browser performs the same 
operations the remote control performs in the above discussion. Again, 
Applicants respectfully point out that the 6,818,754 Bl reference does not show 
or suggest: 

A user interface method for a device that is a fax machine comprising: 

generating a fax machine web page within the fax machine, 
wherein the fax machine web page provides a set of user interface 
functions for the fax machine, wherein some of the user interface 
functions enable control functions of the fax machine; and 

providing access to the fax machine web page from a web 
browser external to the fax machine to permit a user of the web 
browser to access the user interface functions for the fax machine 
through the device web page. 
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as is recited in the present Claims. Instead, the 6,818,754 Bl reference discloses 
using a web browser to recursively retrieve compound documents, assemble 
the compound documents, perform processing operations and then perform 
outputting operations. Applicants respectfully point out that the 6,818,754 Bl 
reference does not teach or suggest, or even remotely mention having a web 
server in a device generate a web page for the device, wherein the web page 
can the be accessed remotely by a web browser. Hence, Applicants 
respectfully point out that the present claimed invention is not shown or 
rendered obvious by the 6,618,754 Bl reference. 

Applicants have recently been made aware of U.S. patent reference, 
6,209,048 by Wolff (referred to hereinafter as "Wolff). Although Wolff has not 
been made of record in any previous Office Actions, for the purpose of 
expediting the prosecution of the present application. Applicants are providing 
a Declaration under 37 C.F.R. 1.131 made by one of the co-inventors, Jeffrey A. 
Morgan, swearing behind Wolff. It is respectfully submitted that the 
Declaration by the Inventor shows that the invention disclosed and claimed in 
the above-identified patent application was both conceived and reduced to 
practice in the United States of America prior to the effective date of the Wolff 
patent. It is submitted that the Declaration shows that the present invention 
disclosed and claimed in the above-identified patent application was made in 
the United States of America prior to February 9, 1996. It is therefore 
respectfully submitted that the Wolff patent be removed from potential 
consideration as prior art reference under either 35 U.S.C. 102 or 103. 
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Conclusion 

In light of the above remarks. Applicants respectfully request 
reconsideration of the rejected claims. 

Based on the arguments presented above. Applicants respectfully assert 
that Claims 33-72 overcome the rejections of record and, therefore. Applicants 
respectfully solicit allowance of these claims. 

Applicants have reviewed the references that the Office Action cited but 
did not rely upon and respectfully submit that these references neither teach 
nor suggest the claimed invention. 

The Examiner is invited to contact Applicants' undersigned 
representative if the Examiner believes such action would expedite resolution 
of the present Application. 



Respectfully submitted, 
Wagner, Murabito & Hao LLP 





John P. Wagner 
Reg. No. 35,398 



Two North Market Street 
Third Floor 

San Jose, Calif orrua 95113 
(408) 938-9060 
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1 56 and 1 73 as shortened by any terminal disclaimer of prior Patent No. 5.956.487 to 
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Patent No. 6.170.007 to Hewlett-Packard Development Company, L.P. which issued on Jan. 
2. 2001. which are commonly owned by Petitioner. Petitioner hereby agrees tfiat any patent 
so granted on the instant application shall be enforceable only for and during such period that 
it and the prior patents are conmionly owned. This agreement runs with any patent granted on 
the instant application and is binding upon the grantee, its successors or assigns. 

In making the above disclaimer, petitioner does not disclaim the terminal part of any 
patent granted on the instant application that would extend to the expiration date of the full 
statutory term as defined in 35 U.S.C. 154 to 156 and 173 of any of the prior patents as 
shortened by any terminal disclaimer filed prior to the patent grants, in the event that any 
such granted patent: expires for failure to pay a maintenance fee, is held unenforceable, is 
found invalid by a court of competent jurisdiction, is statutorily disclaimed in whole or 
terminally disclaimed under 37 CFR 1.321, has all claims canceled by a reexamination 
certificate, is reissued, or is in any manner terminated prior to the expiration of its full 
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these statements were made with the knowledge that willful false statements and the like so 
made are punishable by fine or imprisonment, or both under Section 1001 of Title 18 of the 
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Account 08-2025. At any time during the pendency of this application, please charge any fees 
required or credit any overpayment to Deposit Account 08-2025 pursuant to 37 CFR 1 .25. 
Additionally please charge any fees to Deposit Account 08-2025 under 37 CFR 1.16 through 
1 .21 inclusive, and any other sections in Title 37 of the Code of Federal Regulations that may 
regulate fees. 
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Sir: 

Petitioner, Hewlett-Packard Development Company. L.P. is the owner of 100 percent 
interest in the instant application. Petitioner hereby disclaims, except as provided below, the 
terminal part of the statutory term of any patent granted on the instant application, which 
would extend beyond the expiration date of the full statutory term defined in 35 U.S.C. 154 to 
1 56 and 1 73 as shortened by any terminal disclaimer filed prior to the grant of any patents 
granted on the following pending applications: 

pending second Application Number 09/721.409 filed on 11/21/2000. 

pending third Application Number 09/862.230 filed on 5/22/2001. 
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pending tenth Application Number 09/865.977 filed on 5/24/2001 . 

Petitioner hereby agrees that any patent so granted on the instant application shall be 
enforceable only for and during such period that it and any patents granted on the second, 
third, fourth, fifth, sixth, seventh, eighth, ninth, and tenth pending applications are commonly 
owned. This agreement runs with any patent granted on the instant application and is binding 
upon die grantee, its successors or assigns. 

In making the above disclaimer, petitioner does not disclaim the terminal part of any 
patent granted on the instant application that would extend to the expiration date of the fiill 
statutory term as defined in 35 U.S.C. 154 to 156 and 173 of any patent granted on the 
second, third, fourth, fifth, sixth, seventh, eighth, ninth, or tenth pending applications, as 
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shortened by any terminal disclaimer filed prior to the patent grant, in the event that any such 
granted patent: expires for failure to pay a maintenance fee. is held unenforceable, is found 
invalid by a court of competent jurisdiction, is statutorily disclaimed in whole or terminally 
disclaimed under 37 CFR 1.321, has all claims canceled by a reexamination certificate, is 
reissued, or is in any manner terminated prior to the expiration of its full statutory term as 
shortened by any terminal disclaimer filed prior to its grant. 

For submissions on behalf of an organization (e.g., corporation), the undersigned is 
empowered to act on behalf of the organization. 

I hereby declare that all statements made herein of my own knowledge are true and 
that all statements made on information and belief are believed to be tme; and further that 
these statements were made with the knowledge that willful false statements and the like so 
made are punishable by fine or imprisonment, or both under Section 1001 of Title 18 of the 
United States Code and that such willful false statements may jeopardize the validity of the 
application or any patent issued thereon. 

Please charge the required fee set forth in 37 CFR 1.20(d) of $1 10.00 to Deposit 
Account 08-2025. At any time during the pendency of this application, please charge any fees 
required or credit any overpayment to Deposit Account 08-2025 pursuant to 37 CFR 1 .25. 
Additionally please charge any fees to Deposit Account 08-2025 under 37 CFR 1.16 through 
1 .21 inclusive, and any other sections in Title 37 of the Code of Federal Regulations that may 
regulate fees. 
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